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TERMINAL DISCLAIMER 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Your Petitioner, NETDEPOSIT, INC., having its principal place of business at 
4141 South Highland Drive, Salt Lake City, Utah 84124 , represents that it is the owner of the 
entire right, title, and interest in and to U.S. Patent Application Serial No. 09/676,956, filed 
10/02/2000, which is a continuation of U.S. Patent Application No. 09/560,779, filed 
04/28/2000, by virtue of an Assignment filed and recorded on August 1 1, 2005, on 
Reel/Frame 016633/0972, in the United States Patent and Trademark Office, a copy of which 
is attached hereto as APPENDIX A. Further, your Petitioner represents that it is the owner of 
U.S. Patent Application No. 09/560,779, filed 04/28/2000, by virtue of an Assignment filed 
and recorded on 08/1 1/2005, on Reel/Frame 016633/0972, in the United States Patent and 
Trademark Office, a copy of which has been attached hereto as APPENDIX A. 
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Your Petitioner, NETDEPOSIT, INC., hereby disclaims, subject to the 
limitations to follow, the terminal part of the term of any patent granted on U.S. Patent 
Application 09/676,956 which would extend beyond the full statutory term, as shortened by 
any terminal disclaimer, of any patent granted on U.S. Patent Application 09/560,779, and 
hereby agrees that any patent so granted on U.S. Patent Application 09/676,956 shall be 
enforceable only for and during such period that the legal title to any patent granted on U.S. 
Patent Application 09/560,779 shall be the same as the legal title to any patent granted on 
U.S. Patent Application 09/676,956, this agreement to run with any patent granted on U.S. 
Patent Application 09/676,956 and to be binding upon the grantee, its successors or assigns. 

In making the above disclaimer, Petitioner does not disclaim any terminal part 
of any patent granted on U.S. Patent Application 09/676,956, prior to the full statutory term of 
any patent granted on U.S. Patent Application 09/560,779 as defined in 35 U.S.C. §§154-156 
and 173, in the event that any patent granted on U.S. Patent Application 09/560,779 expires 
for failure to pay a maintenance fee, is held unenforceable or is found invalid in a final 
judgment by a court of competent jurisdiction, is statutorily disclaimed in whole or terminally 
disclaimed under 37 CFR §1.32 1(a), has all claims canceled by a reexamination certificate or 
as a result of an interference proceeding, or is otherwise not deemed to provide the rights 
conveyed by 35 USC §1 54, prior to the full statutory term of any patent granted on U.S. 
Patent Application 09/560,779 as defined in 35 USC §§154-156 and 173, except for the 
separation of legal title stated above. Further, Petitioner does not disclaim any terminal part 
of a patent granted on U.S. Patent Application 09/676,956 that would extend beyond the 
present termination of any patent granted on U.S. Patent Application 09/560,779, in the event 
that such present term is extended by virtue of compliance with the conditions for term 
extension of any present or future patent term extension provisions of the patent law, 
including but not limited to 35 U.S.C. §§155, 155A or 156, and without waiving Petitioner's 
right to extend the term of a patent granted on U.S. Patent Application 09/676,956 to the 
extent provided by law. Additionally, this terminal disclaimer shall be effective only if a 
patent is granted on the 09/676,956 patent application within twelve months from the date 
hereof. 
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The undersigned, being the Attorney of Record for U.S. Patent Application 
09/676,956, and duly authorized to act on behklf of Petitioner, certifies that he has reviewed 



the Assignment attached as APPENDIX A, and to the best of his knowledge and belief, legal 
title to U.S. Patent Application 09/676,956 and any patent granted on U.S. Patent Application 
09/560,779 rests with Petitioners, NETDEPOSIT, INC. The undersigned declares that all 
statements made herein of his own knowledge are true and that all statements made on 
information and belief are believed to be true; and further that these statements were made with 
the knowledge that willful false statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001, Title 18 of the United States Code, and that such 
willful false statements may jeopardize the validity of the above-identified application or any 
patent issuing therefrom. 



Respectfully submitted, 



Date October IK 2006 




FOLEY & LARDNER LLP 
Customer Number: 22428 
Telephone: (202) 672-5485 
Facsimile: (202) 672-5399 



William T. Ellis 



Attorney for Applicant 
Registration No. 26,874 
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United States Patent and Trademark Office 



Under Secretary of Commerce for Intellectual. Property and 
Director of the Untied States Patent ano Trademark Office 
OCTOBER 12, 2005 

JOHN H. REES PTAS *700202487A* 

CALL I ST ER NEBEKER & MCCULLOUGH ~7DCECE487W 
GATEWAY TOWER EAST, SUITE 900 
10 EAST SOUTH TEMPLE 
SALT LAKE CITY, UT 84133 

UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
THE U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 
S?E^C?D A BE™W ASSIGNMENT SE A*CH ROOM ON THE REEL AND FRAME NUMBER 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE THE 
INFORMATION CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA 
PRESENT IN THE PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD 
^Sn^^^SSS ° R QUESTIONS CONCERNING THIS NOTICE, YOU MAY 

CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 571-272-3350 
PLEASE SEND REQUEST FOR CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE 
MAIL STOP: ASSIGNMENT SERVICES DIVISION, P.O. SSJmSS? SSSSSa? ™ ^2313. 

RECORDATION DATE: 08/11/2005 REEL/FRAME: 016633/0972 

NUMBER OF PAGES: 8 

BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS) . 
ASSIGNOR: 

ZIONS BANCORPORAT ION DO C DATE: 02/10/2003 

ASSIGNEE: 

NET DEPOSIT , INC. 

4141 SOUTH HIGHLAND DRIVE 

SALT LAKE CITY, UTAH 84124 

sssi sss; 09560779 ssTnS? 1 04/28/2000 

TITLE: METHOD AND SYSTEM FOR PROCESSING FINANCIAL INSTRUMENT DEPOSITS 
PHYSICALLY REMOTE FROM A FINANCIAL INSTITUTION 



P.O. Box 1 450. Alexandria. Vnglnla 22313-1450 - www.uspto.gov 



016633/0972 PAGE 2 

SERIAL NUMBER: 09676956 FILING DATE: 10/02/2000 

PATENT NUMBER: ISSUE DATE: 

TITLE: METHOD AND SYSTEM FOR PROCESSING FINANCIAL INSTRUMENT DEPOSITS 
PHYSICALLY REMOTE FROM A FINANCIAL INSTITUTION 

SERIAL NUMBER: 60397897 FILING DATE: 07/22/2002 

PATENT NUMBER: ISSUE DATE: 

TITLE: METHODS AND SYSTEMS FOR PROCESSING FINANCIAL INSTRUMENT DEPOSITS 

SERIAL NUMBER: 10265779 FILING DATE: 10/08/2002 

PATENT NUMBER: ISSUE DATE: 

TITLE: RETURN ITEM EARLY NOTIFICATION AND RETURN 



SHARE ILL COLES, EXAMINER 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 
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DEPARTMENT OP OOMMERCE 
ULS. Patent and Trademark Office 



1. Name of conveying party(les): 
Zions BanoorporBUon 



I 



Adcffflonal namcCs) of oonveyfrig pgrtyQes> atteflhetfiTTyy p7{No 
3. Nature of conveyance; J 
1*3 Asefcnment LJ Merger J 
Q Security Agreement I Ichanqo of Name 
p] Othe r, go" 1 "* Doc. ID No. 1Q2714Q34 \ 



Execution Date; 



2/1072003 



2. Name and address cf reeerVin& parities) 
Name; NotOepogit. Inc. M ^ 



Interna/ Acfdresv: . 



IT 



3^ 
CO 



"Trr 



Street Address: 4141 South Hbhla^3ri^ S 



Cfty : Salt t-^te City state : OT Z ip : 
AddlPonal namafe) & acVfrrole*) attached? 1 | Yes [✓] No 



4. Application numbers) or patent numberfs): 
If (his document Is being filed together with a new application, the execution date of the application (s:_ 
A. Patent APPftcatton No.fs) 09/560,779; ) a. Patent No.(s) 



09/676,956; 60/397,897; 10/265,1779 



Addftonaf ^urapera eifaefwd? | ] Ye* |7"|Ab 



5, Name and address of party to whom correspondence 
concerning document should be mailed: 

Name: John H - Ree9 _ 



Internal Address:. 



Canister Nebeter & McCuflougn 



Street Address; Gateway Tower t^st Stfte 9po 



10 East South Temple 



CIhr Saa uke gty gt^ . ur g p , yra 



6. Tola) number of applications and patents involved: H \ 

7. Total fee P7 CFR 3.41) $160,00 

|7] Enclosed 

I j Authorized to be charged to deposit account 



8. Deposit account number 



DO NOT USE THIS SPACE 



9. Signature. 



Danne Buchanan 



T 




Name of Person Signing 

Total irunbercf pages hefadhfl cover shoot, attachments, and documentor SQ 



Date 



ftUH decuman** to b* r»*d*d with row** mvrvbwl farfomallee tw 

Cwnrritartawr ol Patsrti & Trademflrfet, Act* Awigranerfis 
" ngtcn, O.C. 20231 
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Assignment of Intellectual Property 

This Assignment of Intellectual Property (this "Agreement 1 ') is made and entered into by ; 
and between Zions Bancorporation, a Utah corporation ("Assignor"), and NetDeposit, Inc., a 1 
Nevada corporation ("Assignee"). 

RECITALS \ 

i 

A. Assignor is the owner of certain patents, trademarks and copyrights, and other 
intellectual property and intellectual property rights (the "Intellectual Property 0 ) described on the j 
attached Schedule A which is incorporated herein by reference. 

f 

B. Assignor has agreed to assign to Assignee the Intellectual Property and all of 
Assignor's rights in and to the Intellectual Property in exchange and as consideration for shares 
of capital stock of Assignee. 

AGREEMENT 

i 

In exchange for good and valuable consideration, the sufficiency and receipt of which is 
hereby acknowledged, Assignor and Assignee agree as follows: : 

1. Assignment Assignor hereby irrevocably assigns, transfers, sells, conveys, and 

sets over to Assignee, exclusively, in all countries, jurisdictions, and throughout the world, all 1 
right, title and interest of Assignor in and to the Intellectual Property, including without 
limitation, any and all pending patent, trademark and copyright applications and registrations for 
and of the Intellectual Property, and any renewals and extensions thereof, now in the United 
States or any other country or countries, including all U.S. Letters Patent granted or which may 
be granted therefor, and all divisions, reissues, continuations, continuations in part, smH 
extensions thereof, and all actions and causes of action related to the foregoing and all damages, 
profits, penalties and other recoveries related thereto, together with the goodwill of the business ] 
symbolized by the Intellectual Property, this assignment, when granted, being the entire 
ownership of the Intellectual Property and all rights associated therewith. \ 

2. Representations and Warranties of Assignor . Assignor represents and warrants as <* 

follows: ! 

i 

i 

a. The Intellectual Property is owned solely and exclusively by Assignor. 

b. The Intellectual Property is not subject to any prior assignment, security ; 
interest, lien, license, or other encumbrance of any nature whatsoever. 

c To the best of Assignor's knowledge, and except as disclosed on the 
attached Exhibit B. which is incorporated into this Agreement by this reference, the Intellectual ; 
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Property does not infringe upon or interfere with any other trademark, copyright, patent or other 
intellectual property rights of any third party. 

d. The Intellectual Property, together with the trademarks listed in Section 6 
of this Agreement, constitute all of the patents, trademarks, copyrights and other intellectual 
property and intellectual property rights owned by Assignor with respect to the business engaged 
in, or intended to be engaged in, by NetDeposit, Inc, as of the date of this Agreement. 

e. There are no actions, suits, or proceedings pending or, to Assignor's 
knowledge, threatened against or affecting the Intellectual Property, except as disclosed in the 
attached 

3. Covenants of Assignor , Assignor agrees not to challenge Assignee's rights in and 
to the Intellectual Property or to take any action whatsoever with respect to the Intellectual 
Property except as specifically requested or consented to by Assignee. Assignor further 
covenants that Assignor will not create any trademark or service mark in the future which may 
create a likelihood of confusion with any of the trademarks comprising the Intellectual Property. 

4. Cooperation- Assignor agrees to cooperate with Assignee in all matters regarding 
the Intellectual Property such that Assignee may enjoy to the fullest extent the rights conveyed 
under this Agreement, including prompt execution of all documents and other papers deemed 
necessary or desirable by Assignee to secure for Assignee, its successors and assigns, the 
assignment of the Intellectual Property and all rights pertaining thereto. The Commissioner of 
Patents and Trademarks, the Library of Congress, Copyright OfQce, and all applicable state and 
foreign agencies and representatives are requested to permit the recordation of this Agreement 
and to make corresponding changes to their respective registries to identify Assignee as owner of 
the Intellectual Property, pending applications, registrations, letters of patent, and other 
documents as applicable. 

5. Assignm ent as to Foreign Countries . Assignor hereby authorizes Assignee to 
apply for patents, and trademark and copyright registrations for the Intellectual Property in 
Assignee's own name in countries where such procedure is proper. Assignor further agrees to 
execute, and use its best efforts to cause all individual inventors to execute, applications for the 
Intellectual Property in the countries where it is necessary that they be executed by the inventor, 
and to execute assignments of such applications and the patents to be obtained for the 
Intellectual Property to the Assignee, as well as other necessary papers and documents. 

6. Assignm ent of Intent-to-Use Trademark Applications . Assignor owns and has 
filed in the United States Patent and Trademark Office CUSPr©") intent-to-use applications for 
registration of the trademarks NET DEPOSIT, serial no. 76/073,494, NET DEPOSIT (WITH 
DESIGN), serial no. 78/020,612, and NETSETTLEMENT, serial no. 76/4S7,518. At such time 
as Assignor files with the USPTO an amendment to allege use or statement of use of any of the 
marks, or final refusal to register such marks is issued by the USPTO, Assignor agrees to assign 
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to Assignee application serial nos. 76/073,494, 78/020,612, and 76/457,518 by written j 
amendment to this Agreement, and to. amend Schedule A to reflect the assignment. Assignor 
agrees to timely file statements of use, or extensions of time to file such statements of use, and to 
otherwise to make all reasonable efforts to obtain federal registration of the marks NET 
DEPOSIT, NET DEPOSIT (WITH DESIGN) and NETSETTLEMENT, except that Assignor 
shall seek and obtain the approval of Assignee prior to taking any action with respect to 
registration of the marks. If, despite Assignor's reasonable efforts, the USPTO issues a final 
refusal to register any of the foregoing intent-to-use applications, or such applications are , 
abandoned or cancelled, Assignor agrees to assign to Assignee the trademark associated with the 
application subject to the terms and conditions of this Agreement, and Schedule A shall be ! 
amended accordingly. 

i 

7. Right to Sue for Past Tnf nnpement . Assignee shall have the right to sue for ! 
infringement of the Intellectual Property for any claims arising or accruing prior to the date of j 
the execution of this Agreement, and to collect all damages and profits for all such claims and 
causes of action, j 

8. Indemnification . Assignor agrees to indemnify and hold Assignee harmless from 
and against any and all losses, claims, demands, damages, and other cosis of any nature or kind 
whatsoever, including, without limitation, all attorney fees, costs, and expenses, arising directly 
or indirectly out of or in connection with the breach of any representation, warranty, covenant, or 
agreement made by Assignor in this Agreement. 

1 

9. Notices . All notices, demands, or consents required or permitted under this 
Agreement shall be in writing and shall be delivered personally, or by e-mail, or sent by U.S. 
first-class mail to the appropriate party at the foUowirig addresses: 

: '.. ■- ■ j 
If to Assignor: | 

Zions Bancorporation | 
One South Main Street : 
Salt Lake City, UT 84 1 1 1 
Attention: President 

i 

If to Assignee: j 

NetDeposit, Inc. ! 
4141 South Highland Drive 

Salt Lake City, Utah 84124 j 

Attention: President ! 

10. Governing Law . This Agreement shall be governed by and construed in 
accordance with the laws of the state of Utah, and to the extent applicable, federal law. 

i 
i 

365/139.1 3 I 
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H , Severability. Any provision of this Agreement which is determined by a court of 
competent jurisdiction to be invalid, or otherwise unenforceable, shall not invalidate or make 
unenforceable any other provision of this Agreement. 



12. Binding Ef fect of Agreement . This Agreement shall be binding upon and shall 
insure to the benefit of Assignor and Assignee and their respective legal representatives, 
successors, and assigns. 

13. Integrated Agreement and Modifications . This Agreement constitutes the entire 
agreement between Assignor and Assignee with respect to the subject matter of this Agreement, 
and any and all prior and contemporaneous agreements are merged into this Agreement This 
Agreement may not be modified or amended, except in writing signed by Assignor and 
Assignee. 

Dated effective as of February 10, 2003. 



ASSIGNOR 



ZIONS BANCORPORATION 




ASSIGNEE 



NETDEPOSIT, INC. 
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SCHEDULE A 



The following intellectual property owned by Zions Bancorporation is being assigned to 
NetDeposit, Inc. pursuant to the foregoing Assignment of Intellectual Property: 

a. The trademark NETDEPOSIT described in and identified by United States Patent 
and Trademark Office application serial no. 76/476,430. 

b. The trademark NETDEPOSIT (WITH DESIGN) described in and identified by 
United States Patent and Trademark Office application serial no. 76/476,429. 

c. The trademark ETRANSCHEQUE, and applications for registration of the 
trademark filed in the European Union, Australia (application no. 925417), 
Canada and Singapore. 



d. The invention entitled "Method and System for Processing Financial Instrument 
Deposits Physically Remote from a Financial Institution' 1 described in and 
identified by USPTO serial no, 09/560,779, and the Remote Deposit Patent 
Application filed with the United States Patent and Trademark Office relating 
thereto. 

e. The invention entitled "Method and System for Processing Financial Instrument 
Deposits Physically Remote from a Financial Institution" which is a continuation, 
in part, to serial no. 09/560,779, described in and identified by United States 
Patent and Trademark Office serial no. 09/676,956, the Bulk Data Patent relating 
thereto, and Australia (applications. 27638/01), Canada and Singapore 
applications, registrations and patents related thereto. 

f. The invention entitled "Methods and Systems for Processing Financial Instrument 
Deposits Physically Remote from a Financial Institution" described in and 
identified by United States Patent and Trademark serial no. 60/397/897. 

g. The invention entitled "Return Item Early Notification and Return'described in 
and identified by United States Patent and Trademark Office serial no. 
10/265/779, and the Utility Patent Application relating thereto. 

h. Copyright Registration for Remote Deposit, described in and identified by 
registration no, TXu-1-043-194. 

i. Copyright Registration for Bulk Data, described in and identified by registration 
no. TXu-1-004^206. 



365439.1 



5 



06/20/2003 12:35 FAI 801 326 5447 



ZIONS E -COMMERCE 



SCHEDULE B 
Litigation 



None 
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